9 



i 



UNITED STATB^iEPARTMENT OF COMMERCE 
United States Pat nt and Trademark Office 

Address: COMMISSIONER OF PATENTS AND TRADEM/ 
Washington, D.C. 20231 



APPLICATION NO. 


FILING DATE 


FIRST NAMED INVENTOR 


ATTORNEY DOCKEYnOT" 



09/494, 297 



01/31/1110 



PODBIELSKI 



A 



P06628US0/BA 



r 



0 0 0881 

LARSON TAYLOR. PLC 

1199 NORTH FAIRF-AX STREET 

SUITE 90 0 

ALEXANDRIA VA 22314 



HM : 



i:/0626 



EXAMINER 



MTNNTFTFi.r:'. M 



ART UNIT 



PAPER NUMBER 



164S 
DATE MAILED: 



1 



::6/ni 



Please find below and/or attached an Office communication concerning this application or 
proceeding. 

Commissioner of Patents and Trademarks 



PTO-90C (Rev. 11/00) 



1- File Copy 



Application No. AppliRml 
09/494,297 

Office Action Summary 
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Examiner 
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- The MAILING DATE of this communication appears on the cover sheet with the correspond nee address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE _3 MONTH{S) FROM 

THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .1 36 (a). In no event, however, may a reply be timely filed 

after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will 

be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this 

communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 

earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 ) B Responsive to communication{s) filed on Apr 1 1. 2001 



2a) □ This action is FINAL 2b) K This action is non-final. 

3) □ Since this application is in condition for allowance except for formal nnatters, prosecution as to the merits Is 

closed in accordance with the practice under Ex parte Qu^^35 CD. 11; 453 O.G. 213. 

Disposition of Claims 

4) K1 Claim(s) 1-18 is/are pending in the applica 

4a) Of the above, claim(s) 5-18 is/are withdrawn from considers 

5) H Claim(s) _2z4 is/are allowed. 

6) Kl Claim(s) J is/are rejected. 

7) □ Claim(s) is/are objected to. 

8) Kl Claims 1-18 are subject to restriction and/or election requirem 

Application Papers 

9) K The specification is objected to by the Examiner. 

10) 0 The drawing(s) filed on is/are objected to by the Examiner. 

1 1 ) □ The proposed drawing correction filed on is: aO approved bjDdisapproved. 

12) □ The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. § 119 

13) 0 Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d). 
a)n All b) □ Some* c) DJone of: 

1. □ Certified copies of the priority documents have been received. 

2. □ Certified copies of the priority documents have been received in Application No. . 



3. □ Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
*See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgement is made of a claim for domestic priority under 35 U,S.C. § 1 19(e). 
Attachment(s) 

1 5) K Notice of References Cited (PTO-892) 1 8) O Interview Summary (PTO-4 1 3) Paper No(s). 

16) ^ Notice of Draftsperson's Patent Drawing Review (PTO-948) 19) CH Notice of Informal Patent Application (PTO-152) 

17) K Information Disclosure Statement(s) (PTO-1 449) Paper No(s). ^ 20) □ Other; 



U. S. Patent and Trademark Office 

PTO-326 (Rev. 9-00) 



Office Action Summary 



Part of Paper No. 7 



Application/Control Number: 09/494297 
Art Unit: 1645 



Page 2 



DETAILED ACTION 

1. Applicant's election without traverse of Group I, claims 1-4, and species 
election Cpal (SEQ ID NO: 1 and 2) in Paper No. 5 is acknowledged. Because 
applicant did not distinctly and specifically point out the supposed errors in the 
restriction requirement, the election has been treated as an election without 
traverse (MPEP § 818.03(a)). 

2. Claims 5-18 and species Cpa49 (SEQ ID N0:3 and 4) are withdrawn from 
further consideration pursuant to 37 CFR 1.142(b) as being drawn to a nonelected 
invention and species, there being no allowable generic or linking claim. Election was 
made without traverse in Paper No. 5. 

3. The disclosure is objected to because of the following informalities: the 
specification does not have a complete reference citation for Okada et al 1994. 
Applicants are encouraged to check all reference citations in specification text 
and at end of specification. 

Appropriate correction is required. 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 
that form the basis for the rejections under this section made in this Office 
action: 
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A person shall be entitled to a patent unless — 

(a) the invention was known or used by others in this country, or patented or described in a 
printed publication in this or a foreign country, before the invention thereof by the applicant 
for a patent. 

(b) the invention was patented or described in a printed publication in this or a foreign country 
or in public use or on sale in this country, n^ore than one year prior to the date of application for 
patent in the United States. 



5. Claim 1 is rejected under 35 U.S.C. 102(a/b) as being anticipated by 
Podbielski et al 1999. 

The claimed invention is directed to an isolated nucleic acid molecule 
encoding a collagen-binding protein, wherein said collagen-binding protein is 
isolated from group A Streptococcus bactzna, 

Podbielski et al discloses the nucleic acid molecule and gene for the collagen 
binding protein from a group A Streptococcus bacferla (abstract; figure 1; table 1; 
p. 1053, col. 2; materials and methods). The prior art anticipates the claimed 
invention. 

Since the Office does not have the facilities for examining and comparing 
applicants' product with the product of the prior art, the burden is on applicant to 
show a novel or unobvious difference between the claimed product and the product 
of the prior art (i.e., that the nucleic acid encoding collagen-binding protein from a 
group A Streptococcus bacteria of the prior art does not possess the same 
material structural and functional characteristics of the claimed nucleic acid 
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encoding collagen-binding protein from a group A Streptococcus bacteria). See In 
re Best . 562 F.2d 1252, 195 USPQ 430 (CCPA 1977) and In re Fitzgerald etal. . 
205 USPQ 594. 

6. Claims 2-4 appear to be free of the prior art. 

7. It is noted that the formal drawings are now required and that Applicant 
should comply with the objections to the drawings as set forth in Form 948 
(Draftsperson's Notice) mailed with this paper. Applicant should make sure that 
the figure descriptions set forth in the specification match the formal drawings 
that will be submitted. 

8. Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to N. M. Minnif ield whose telephone number is 
(703) 305-3394. The examiner can normally be reached on Monday- Thursday from 
7:00 AM-4:30 PAA. The examiner can also be reached on alternate Fridays. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Lynette R. F. Smith, can be reached on (703) 308-3909. 
The fax phone number for this Group is (703) 308-4556. 
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Any inquiry of a general nature or relating to the status of this application 
should be directed to the Group receptionist whose telephone number is (703) 
308-0196. 



N. M. Minnif ield 
June 21, 2001 



